Rej ections under 35 IJ.S.C.S 103 
The Examiner has maintained the rejections based on obviousness against Claims 
1-17 as being unpatentable over either of Inouye et al. (U.S. Patent 5,320,958 or U.S. 
Patent 5,434,070) in view of the combination of Rice et al. (July 1993), Xiong et al. 

(1990) and Hsu et al. (April 1992). 

It is the Applicants' intention to swear behind the publication by Rice et al. 
Applicants maintain that Rice et al. is not prior art because the invention, as embodied in 
the claims, had been reduced to practice prior to the publication of Rice et al. in July 
1993 by the Journal of Bacteriology. Applicants attach herewith a declaration pursuant to 
37 C.F.R. §131. By this submission, Applicants have sworn behind the Rice et al. 
reference and respectfully request that the § 103 rejection in view of Rice et al. be 
withdrawn. 

The present application is a continuation of U.S. Patent Application Serial No. 
08/269,118 filed June 30, 1994. Thus, U.S. Patent 5,434,070, issued July 18, 1995, is not 
prior art against this application. Applicants submit herewith a declaration that the 
invention disclosed and claimed in the present application was conceived prior to June 
14, 1994, the issue date of U.S. Patent 5,320,958. Further, the present application claims 
priority from the applications which issued as the '070 and '958 patents. Thus, these 
patents are not prior art against the present application. 

As the sole prior art rejection relies on either the '070 or the '958 patents and 
since neither is applicable as prior art to the present application, the claims of this 
application are clearly allowable over the remaining prior art, and early and favorable 
notification to that effect is earnestly solicited. 
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Conclusion 

With the foregoing, Applicants believe that all outstanding issues have been 
addressed and the apphcation is now in condition for allowance. Applicants respectfully 
request favorable consideration. 




itiello 

Reg.N|). 33,167 

Attorney for Applicants 

Schnader Harrison Segal & Lewis LLP 



GTD.swy 
(215)751-2463 
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Version with Markings Sho wing Changes to the Claims 

17. (Twice Amended) The isolated and purified bacterial reverse transcriptase (RT) of 
claim 13 which RT has in the following order starting from N- to the C- terminus, a-fest 

a m in o q u id poqucnc n u f T , i Xaa A T * T SC Q ™- ™> ^ Yr i L ° T ry " t ri ™ >r 

a . cto nd sequence, o f S u Xuul X mi Vm 3 CEQ ID: 51 , ^h n r n in Xaal is n hy dro p ho bi c 




asparagine ! 



„ 1 , Sm v and aerino, and Xaa3 in i hy rl mph u lk icoidi iP irinnlu l f r om me gr " "P 




Xa aC Val Thr P l y ^ ™ f ^ "*™ L " nn hr r r ^ i J u L " u l uk " 1 fo rm ^ ^ 
u i a JJi ufa of °r C i nin c, g .tfnmir nr ld, .lu l am inn nnrl vn lin e ajQminp^cid 

c » r .n.,. of A^n-Xa p i-v^ ^ ^1 is a hydrophobic residue selected from the 
r „ T ^ M of a W™ i^n H ,nd nhenvH.lm.inr and Xaa2 is a hydrophobic residue 
cWt.H from the gr™ T ™™,tin P of leucine valine and isoleucine an amino acid 
g . r ^ of SFO TP: 51 wherein Xaal is a hydrophobic residue , 

g „w P d from the nc r — " f ™"" e nhenyalanine, leucine and isoleucine, Xaa4 
. r** residue sel e^ «™ the oroun consists of threonine, asp ara pines, lysine and 
^ ,nH Y M fi is - V ^^in residue selected from the group consisting of 
ntnTllnn ^..i^w ,nd alanin e an amino acid sequence of Tyr-Xaa5-Asp-Asp 
SPn m: 50. whe~ Y«.S is alanine ™ T^ine. amino acid sequence of Xaa6-Val-Thr- 
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Glv SEP ID 52, where Xaa6 is a polar residue selected form the group consisting of 
arginine, lysine, glutamic acid, glutamine and valine. 
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